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DETAILED ACTION 
Allowable Subject Matter 

Claims 4 and 5 are allowed. 

The following is an examiner's statement of reasons for the allowance: 
In regards to claim 4, prior art fails to disclose the apparatus as claimed in claim 
1 , wherein the ionization unit has a laser, light beams which are indicated by the laser 
are focused off-axis and are then deflected by means of a mirror in an axial direction, 
with the mirror having an axial hole which allows the ions to pass through to the analysis 
unit. 

In regards to claim 5, prior art fails to disclose the apparatus as claimed in claim 
1, wherein the ionization unit has a laser, and light beams which are indicated by the 
laser are deflected by means of a mirror in an axial direction and are then focused by 
means of a focusing device, with the mirror and the focusing device each having an 
axial hole which allows the ions to pass through to the analysis unit. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 
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The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 7-11 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Nishikawa (US patent no. 6,875,981). 

In regards to claim 7, Nishikawa teaches a method for high-resolution 
examination of a measurement sample using a combined scanning probe microscope 
(figures 1 and 2), in particular a scanning force microscope, wherein the scanning probe 
microscope is first of all used to record an image of the measurement sample, in 
particular of the topography of the measurement sample (col. 5, lines 36-40), and 
wherein a mass spectrometer is then used for destructive, chemical characterization of 
at least subareas of sections of the measurement sample which are covered by the 
image (col. 7, lines 10-41). 

In regards to claim 8, Nishikawa teaches the method as claimed in claim 7, 
wherein the selected areas are chosen successively such that the entire area imaged 
by the scanning probe microscope is analyzed, thus additionally resulting in a chemical 
image of the sample (col. 5, lines 5-43). 
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In regards to claim 9, Nishikawa teaches the method as claimed in claim 7, 
wherein further ablation of the measurement sample leads to high-resolution depth 
information (col. 5, lines 5-19 and col. 7, lines 56-64, note: figure 4a). 

In regards to claim 10, Nishikawa teaches the method as claimed in claim 7, 
wherein the distance between two points for ionization can be chosen by analysis of the 
area ablated by an ionization process, such that this leads to uniform ablation or the 
measurement sample (col. 5, lines 5-43 and col. 6, lines 19-37). 

In regards to claim 1 1 , Nishikawa teaches the method as claimed in claim 7, 
wherein the information from scanning probe microscopy and from mass spectrometry 
can be compared with high lateral resolution (figure 4a and figure 5). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nishikawa (US patent no. 6,875,981) and further in view of Yasutake (US patent 
no. 5,440,122). 

In regards to claim 1 , Nishikawa teaches an apparatus for a scanning 
microscope, in particular a scanning force microscope (figures 1 and 2), comprising a 
measurement probe (fig. 1 , 5) which defines a near field (fig. 1 , 5a), and having a 
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scanning unit (col. 5, lines 5-9), in conjunction with a mass spectrometer (fig. 1,13) with 
an ionization unit (fig. 1, 7), an extraction unit (fig. 1, 10) and an analysis unit (col. 7, 
lines 15-18), wherein the measurement probe has a hollow tip (fig. 2, 5) so that the near 
field of the measurement probe can be used by the ionization unit in such a way that 
ions are formed only in the near field of the measurement probe (col. 6, lines 19-37: see 
figures 1 and 2), and the shape of the measurement probe allows an essentially axially 
symmetrical field distribution of the extraction unit with respect to the axis of the analysis 
unit (fig. 2, 8). 

Nishikawa differs from the claimed invention by not disclosing having a scanning 
unit, which allows the measurement probe to move relative to a sample in all three 
spatial directions. 

Yasutake teaches having a scanning unit, which allows the measurement probe 
to move relative to a sample in all three spatial directions (col. 3, lines 1-2). 

Since both Yasutake and Nishikawa teach an apparatus for a scanning 
microscope, it would be obvious to one of ordinary skill in the art to combine having a 
scanning unit, which allows the measurement probe to move relative to a sample in all 
three spatial directions of Yasutake in the device of Nishikawa because having a 
scanning unit, which allows the measurement probe to move relative to a sample in all 
three spatial directions more precisely positions a sample to a probe for higher 
resolution topography. 

In regards to claim 2, Nishikawa teaches wherein the measurement probe is a 
cantilever (fig. 1 , 4). 
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In regards to claim 3, Nishikawa differs from the claimed invention by not 
disclosing wherein the sample can be moved in all three spatial directions by means of 
the scanning unit. 

Yasutake teaches wherein the sample can be moved in all three spatial 
directions by means of the scanning unit (col. 3, lines 1-2). 

Since both Yasutake and Nishikawa teach an apparatus for a scanning 
microscope, it would be obvious to one of ordinary skill in the art to combine wherein the 
sample can be moved in all three spatial directions by means of the scanning unit of 
Yasutake in the device of Nishikawa because the sample can be moved in all three 
spatial directions by means of the scanning unit more precisely positions a sample to a 
probe for higher resolution topography. 

In regards to claim 6, Nishikawa teaches wherein the ionization unit has a laser 

(fig. 1, 7), and light beams (fig. 1, 7a), which are indicated by the laser, are passed to 

the measurement probe (fig. 1 , 5) and cause ionization in the near field of the 

measurement probe by means of field amplification (col. 3, lines 25-40). 
******************************************* 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Logie whose telephone number is 571-270- 
1616. The examiner can normally be reached on 7:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Kim can be reached on 571-272-2293. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




